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REMARKS 



Applicant has carefully reviewed and considered the Office Action mailed on September 
27. 2002 , and the references cited therewith. 

No claims are amended, canceled, or added; as a result, claims 38 - 45, 47 - 52, 54 - 59, 
62 - 65 and 68 - 79 are now pending in this application. 



Double Patenting Rejection 

Claims 38-45, 47-52, 54-59, 62-65, and 68-79 were rejected under the judicially created 
doctrine of obviousness double patenting over claims 1-19 of U.S. Patent No. 5,923,584. 

Applicant has enclosed herewith a Terminal Disclaimer herewith in order to facilitate 
immediate allowance of the application in view of the arguments made below to overcome the 
obviousness rejection. 

§103 Rejection of the Claims 

Claims 38-45, 47-52, 54-59, 62-65, and 68-79 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Nihira et al. (U.S. Patent No. 4,908:324). 

The current Office Action again rejects the pending claims based solely upon the Nihira 
et al patent, and providing modifications and additions to the grounds of rejection by fi-equent 
taking of "Official Notice" which, though they are neither repeated nor explicitly incorporated 
into the current Office Action, are still apparently relied upon in view of the statement at page 5, 
paragraph 8, line 7 -8: "Apphcant's attention is directed to each of the Official Notice statements. 
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which contain motivational statements to modify the reference, see MPEP 2143". 

The current Office Action contends that the providing of additional references in response 
to the Applicants' timely demand for substantiation of the "Official Notice" does not convert the 
single reference rejection to one based on a combination of multiple references. Applicants 
respectfully traverse the contenti on at the end of paragraph 8 to the effect that "there is no 
requirement that these references must be combined" as unsupported by substantive law. 

There is no difference in principle between an obviousness rejection initially supported by 
combining the teachings of a plurality of references and one based upon a single reference with 
the missing elements supported by additional patents evidencing elements or modifications 
originally provided by the Examiner taking Official Notice. In either case, the law requires the 
Office Action to show a reason to combine references relied upon to support an obviousness 
rejection. Failure to show such a "motivation to combine" means that the rejection is defective 
since Office Action has not made out a prima facie case of obviousness. 

Applicant hereby incorporates by reference the arguments made in the Amendment 
mailed September 5, 2002 at pages 8 through 1 1 . The assertion in the current Office Action that 
there is no need to consider those references as being combined is unsupported and no showing 
of evidence of a motivation to combine the various teachings to support the rejection has been 
provided. Reconsideration and withdrawal of the rejection is respectfully requested. 

The Office Action has not shown where every element of the claims is alleged to be found in 
Nihira et al (or the other three patents cited to support areas where Official Notice was 
talcen 

Even if one were contend that the Office Action provided evidence demonstrating a 
motivation to combine the various "teachings" of Nihira with the elements supported by Official 
Notice and/or supplemental references, the Rejection has still not provided a showing that each 
and every element of each claim is obvious in view of the prior art. Set forth below on a claim- 
by-claim basis is a listing of an exemplary element in each claim which is not described in the 
proposed combination of references described in the Office Action. While there are additional 
elements of the claims not covered in the rejections, the showing of exemplary examples 
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demonstrates that the rejection is unsupported and the claims are allowable. 



Claim 38 



Applicant also respectfully submits that Nihira does not show a structure where "the 
second polycrystalline layer overlies the first polycrystalline layer" as claim 38 requires. 
Applicant understands that the Office Action relies upon el. 9 of Nihira as a "first polysilicon 
layer" and el. 1 1 as a "second polysilicon layer," as shown in Fig. 8f As can be seen in Figure 8f 
and confirmed by the specification, Nihira does not show or suggest a structure where the second 
polysilicon layer overlies the first polysilicon layer. 

Claims 39. 40.41.47 

Applicant also respectfully submits that Nihira does not show a structure where an etch 
stop layer is "overlying the first polycrystalline silicon layer" and there is a second polycrystalline 
silicon layer which is "overlying the etch stop layer and the first substrate region as claims 39, 
40, require. Applicant understands that the Office Action relies upon el. 9 of Nihira as a "first 
polysilicon layer" and el. 11 as a "second polysilicon layer," as shown in Fig. 8f As can be seen 
in Figure 8f and confirmed by the specification, Nihira does not show or suggest a structure 
where the second polysilicon layer overlies an etch stop layer and the first substrate region as 
claims 39 and 40 require. 

Claims 42 and 43 

Applicant also respectfully submits that Nihira does not show a structure where there is a 
photoresist mask "overlying the first polycrystalline silicon plug" and there is a polycrystalline 
silicon plug which is "overlying the first substrate region" as claims 42 and 43, require. 
Applicant understands that the Office Action relies upon el. 9 of Nihira as a "polysilicon layer" 
and el. 1 1 as the "polysilicon plug," as shown in Fig. 8f As can be seen in Figure 8f and 
confirmed by the specification, Nihira does not show or suggest a structure where a photoresist 
mask overlies the first polysilicon plug an the polysilicon plug overlies a first substrate region as 
claims 42 and 43 require. 
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Claim 45 

Applicant also respectfully submits that Nihira does not show a structure where a 
polycrystalline silicon plug is "overlying the first substrate region" as claim 45 requires. 
Applicant understands that the Office Action relies upon el. 9 of Nihira as a "first polysilicon 
layer" and el. 1 1 as a "second polysiHcon layer (or the polycrystalline silicon plug?)," as shown 
in Fig. 8f As can be seen in Figure 8f and confirmed by the specification, Nihira does not show 
or suggest a structure where a polycrystalline silicon plug the first substrate region as claim 45 
requires. 



Claims 48. 49. 50 

Applicant also respectfully submits that Nihira does not show a structure where an etch 
stop layer is "overlying the first polycrystalline silicon layer" and there is a polysilicon silicon 
plug which is "overlying the first substrate region" as claims 48, 49 and 50 require. Applicant 
understands that the Office Action relies upon el. 9 of Nihira as the "first polysilicon layer" and 
el. 1 1 as the "second polysilicon layer (the polysihcon plug?)," as shown in Fig. 8f As can be 
seen in Figure 8f and confirmed by the specification, Nihira does not show or suggest a structure 
where the etch stop layer overlies the first substrate region and the polysilicon plug overlies the 
first substrate region as claims 48, 49 and 50 require. 

Claims 5 1 and 52 

Applicant also respectfully submits that Nihira does not show a structure where an etch 
stop layer is "overlying the polycrystalline silicon plug" and there is a polycrystalline silicon plug 
which is "overlying the first substrate region" as claims 51 and 52 require. Applicant 
understands that the Office Action relies upon el. 9 of Nihira as the "first polysilicon layer" and 
el. 1 1 as the "second polysihcon layer (the polycrystalline sihcon plug?)," as shown in Fig. 8f 
As can be seen in Figure 8f and confirmed by the specification, Nihira does not show or suggest a 
structure where an etch stop layer overlies a polycrystalline silicon plug and the polycrystalline 
silicon plug overlies first substrate region as claim 5 1 requires. 
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Dependent claims 

Each of the dependent claims is patentable for the same reasons as the underlying 
independent claims. 
Conclusion 

The rejection made in the current Office Action is defective since it has not shown a 
motivation for combining the various elements taken from the prior art to support the rejection. 
Even if there were a showing that the references relied upon could be combined, the current 
Office Action has not shown how such a combination would cover all elements of each of the 
claims. Reconsideration and withdrawal of the rejection and allowance of all of the pending 
claims is respectfully requested. 

CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's attorney at (612) 373-6970 to facilitate prosecution of this apphcation. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 

Respectfully submitted, 

MARTIN CEREDIG ROBERTS ET AL. 

By their Representatives, 

SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 
Minneapohs, MN 55402 
(612) 
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